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ARGUMENT(S)

The examining attorney in the Office Action dated October 9, 2013, and maintained in the Final Office
Action dated April 25, 2014, cites a merely descriptive refusal that PRIVATE BUSINESS CAPITAL
merely describes a feature of applicant’s services.

Attached evidence from Webster’s New College Dictionary defines “Capital” as (4) “wealth (money
or property) owned or used in business by a person, corporation, etc., (6) “wealth, in whatever form,
used or capable of being used to produce more wealth”. “Capital” as used in the mark is as a noun and
not verb. Services, such as lending services or banking services is action based. By the very nature of
grammar, PRIVATE BUSINESS CAPITAL is not descriptive of applicant’s services.

Further, attached evidence shows that “BUSINESS CAPITAL” has been found to describe money
invested in a business in common usage.

The examining attorney  argues that the wording PRIVATE BUSINESS CAPITAL describes “a type of
private lending or private loan.” By doing so, the examining attorney equates “wealth” and
“investment” a thing, to actual services of banking and lending; these are not the same.

There is a distinction between “wealth” and “investment” from the actual providing of services such as
banking and lending. Applicant believes a descriptive refusal would be appropriate had applicant’s
identification of services in Class 36 included “investment services” or had applicant’s mark be
PRIVATE BUSINESS CAPITAL INVESTMENT, or PRIVATE BUSINESS CAPITAL BANKING, or
PRIVATE BUSINESS CAPITAL LENDING. Only then, could applicant understand the examining
attorney’s argument that “when the mark is applied to the applicant’s services, the consumer is
immediately informed that the applicant lends PRIVATE BUSINESS CAPITAL.”

However, applicant’s identification of services does not include “investment services” and applicant’s
mark is not PRIVATE BUSINESS CAPITAL INVESTMENT, PRIVATE BUSINESS CAPITAL
BANKING, or PRIVATE BUSINESS CAPITAL LENDING. Because investment services is not part of
the applicant’s services, and because there is no modifier of the noun PRIVATE BUSINESS CAPITAL
as part of the mark, the role of private business capital is unclear, and left to suggestion.

The mark PRIVATE BUSINESS CAPITAL is not a descriptive feature of applicant’s services, but
instead a suggestive feature of applicant’s services as a consumer needs to make that extra inference of



the role of PRIVATE BUSINESS CAPITAL. Applicant believes that arguments have been presented
sufficiently to allow the descriptive refusal to be withdrawn and allow the application to proceed toward
registration.

ALTERNATIVE REQUEST OF DISCLAIMER FOR DESCRIPTIVE FEATURES

Applicant has found another pending application, Serial No. 86387162 for “CAPITAL ONE
INVESTING” for the services in class 36 of “ Brokerage in the field of stocks, bonds and funds;
Brokerage of shares or stocks and other securities; Investment brokerage” for which the mark
CAPITAL ONE INVESTING appears to be even more descriptive in light of the services filed for than
applicant’s application. Yet, where applicant was issued a descriptive refusal, application Serial No.
86387162 for CAPITAL ONE INVESTING was issued an office action to disclaim the wording
“CAPITAL” and “INVESTING” because it merely describes an ingredient, quality, characteristic,
function, feature, purpose, or use of applicant’s services, and thus is an unregistrable component of the
mark.

In the alternative, should applicant’s mark continue to be found to be descriptive and not suggestive as
applicant believes, applicant requests treatment by way of an opportunity to disclaim descriptive
features of the mark, similar to that allowed of Serial No. 86387162 for CAPITAL ONE INVESTING.

NEW GENERIC ARGUMENT PRESENTED FOR THE FIRST TIME IN FINAL OFFICE ACTION

Lastly, the examining attorney in her final office action added for the first time, within the descriptive
refusal, a new refusal that the applied-for mark may be generic in connection with the identified
services. Applicant believes that in light of the newly generic argument presented for the first time to
applicant, that applicant should have not been issued a final office action but instead, a non-final office
action to properly allow applicant to address the generic refusal without it being the first and last
opportunity to do so.  

Respectfully submitted
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OMB No. 0651-0050 (Exp. 07/31/2017)

Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85973494 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

The examining attorney in the Office Action dated October 9, 2013, and maintained in the Final Office
Action dated April 25, 2014, cites a merely descriptive refusal that PRIVATE BUSINESS CAPITAL
merely describes a feature of applicant’s services.

Attached evidence from Webster’s New College Dictionary defines “Capital” as (4) “wealth (money or
property) owned or used in business by a person, corporation, etc., (6) “wealth, in whatever form, used or
capable of being used to produce more wealth”. “Capital” as used in the mark is as a noun and not verb.
Services, such as lending services or banking services is action based. By the very nature of grammar,
PRIVATE BUSINESS CAPITAL is not descriptive of applicant’s services.

Further, attached evidence shows that “BUSINESS CAPITAL” has been found to describe money



invested in a business in common usage.

The examining attorney  argues that the wording PRIVATE BUSINESS CAPITAL describes “a type of
private lending or private loan.” By doing so, the examining attorney equates “wealth” and “investment”
a thing, to actual services of banking and lending; these are not the same.

There is a distinction between “wealth” and “investment” from the actual providing of services such as
banking and lending. Applicant believes a descriptive refusal would be appropriate had applicant’s
identification of services in Class 36 included “investment services” or had applicant’s mark be
PRIVATE BUSINESS CAPITAL INVESTMENT, or PRIVATE BUSINESS CAPITAL BANKING, or
PRIVATE BUSINESS CAPITAL LENDING. Only then, could applicant understand the examining
attorney’s argument that “when the mark is applied to the applicant’s services, the consumer is
immediately informed that the applicant lends PRIVATE BUSINESS CAPITAL.”

However, applicant’s identification of services does not include “investment services” and applicant’s
mark is not PRIVATE BUSINESS CAPITAL INVESTMENT, PRIVATE BUSINESS CAPITAL
BANKING, or PRIVATE BUSINESS CAPITAL LENDING. Because investment services is not part of
the applicant’s services, and because there is no modifier of the noun PRIVATE BUSINESS CAPITAL
as part of the mark, the role of private business capital is unclear, and left to suggestion.

The mark PRIVATE BUSINESS CAPITAL is not a descriptive feature of applicant’s services, but
instead a suggestive feature of applicant’s services as a consumer needs to make that extra inference of
the role of PRIVATE BUSINESS CAPITAL. Applicant believes that arguments have been presented
sufficiently to allow the descriptive refusal to be withdrawn and allow the application to proceed toward
registration.

ALTERNATIVE REQUEST OF DISCLAIMER FOR DESCRIPTIVE FEATURES

Applicant has found another pending application, Serial No. 86387162 for “CAPITAL ONE
INVESTING” for the services in class 36 of “ Brokerage in the field of stocks, bonds and funds;
Brokerage of shares or stocks and other securities; Investment brokerage” for which the mark CAPITAL
ONE INVESTING appears to be even more descriptive in light of the services filed for than applicant’s
application. Yet, where applicant was issued a descriptive refusal, application Serial No. 86387162 for
CAPITAL ONE INVESTING was issued an office action to disclaim the wording “CAPITAL” and
“INVESTING” because it merely describes an ingredient, quality, characteristic, function, feature,
purpose, or use of applicant’s services, and thus is an unregistrable component of the mark .

In the alternative, should applicant’s mark continue to be found to be descriptive and not suggestive as
applicant believes, applicant requests treatment by way of an opportunity to disclaim descriptive features
of the mark, similar to that allowed of Serial No. 86387162 for CAPITAL ONE INVESTING.

NEW GENERIC ARGUMENT PRESENTED FOR THE FIRST TIME IN FINAL OFFICE ACTION

Lastly, the examining attorney in her final office action added for the first time, within the descriptive
refusal, a new refusal that the applied-for mark may be generic in connection with the identified services.
Applicant believes that in light of the newly generic argument presented for the first time to applicant, that
applicant should have not been issued a final office action but instead, a non-final office action to properly
allow applicant to address the generic refusal without it being the first and last opportunity to do so.  

Respectfully submitted
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Original PDF file:
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Converted PDF file(s)  ( 1 page)
Evidence-1

SIGNATURE(S)
Request for Reconsideration Signature
Signature: /maria johnson/     Date: 10/27/2014
Signatory's Name: Maria Johnson
Signatory's Position: Attorney of record, California bar member

Signatory's Phone Number: 858-964-8217

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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